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8)0 Claim(s) are subject to restriction and/or election requirement.
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DETAILED ACTION

The allowability of several ofthe claims has been withdrawn after reconsideration of

Middione, Kramer '250, and Nicholas '713. The examiner regrets any inconvenience.

Claim Rejections - 35 USC § 102

1 . The following is a quotation ofthe appropriate paragraphs of 35 U.S.C. 102 that form the

basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless -

(b) the invention was patented or described in a printed publication in this or a foreign country or in pubhc use or on

sale in this country, more than one year prior to the date ofappUcation for patent in the United States.

2. Claims 9, 1 1, 13, 31, and 32 are rejected under 35 U.S.C. 102(b) as being anticipated by

Middione (6,082,240).

Middione discloses a method and apparatus comprising a sealing member 23 and two

surfaces (of48 or 38 for example). The surfaces define a receiving aperture as seen best in

Figure 2. The sealing member includes an attachment portion (e.g. part of 42) fixed to either

surface and a seal portion. The seal portion has a deformable segment (e.g. near 43) facing the

surfaces. The deformable segment is inserted into the aperture. The sealing member defines an

opening (near line 27). A fastener 29 is aligned with the opening and underlies a portion ofthe

sealing member. The fastener can be accessed from the opening. And, when the fastener is

loosened, the deformable segment will be disengaged fi-om the aperture (this will ultimately

result in all the components being separated and thus the seal as a whole will become disengaged

from between the two elements).

3. Claims 2 and 26 are rejected under 35 U.S.C. 102(b) as being anticipated by or, in the

alternative, under 35 U.S.C. 103(a) as obvious over Nicholas (5,365,713).
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Nicholas discloses a method and apparatus comprising a sealing member (e.g. 31) having

an attachment portion (near 34) and a deformable segment 32 disposed in receiving aperture

defined by the surfaces of 10 and 1 1 . A coating (e.g. 15) is disposed continuously across the

sealing member and the two surfaces (onto 19 and 20) so that none ofthe member is exposed.

The coating defines a splice (at 40/41) that is considered coincident with a distal end portion of

the sealing member.

Or, Nicholas discloses that the sizes and shapes sections of 15 can be adjusted and

aligned as desired (e.g. col. 3, lines 18-31, 52-57). The dimensions are not limited to what is

shown in the figures. And, it is not considered inventive to discover the optimum or workable

ranges by routine experimentation absent some showing of criticality. See In re AUer, 105

USPQ 233, 235 (CCPA 1955). Therefore, it would have been obvious to one of ordinary skill in

the art at the time the invention was made to modify the sphce so that it aligns with an edge of

the seal (note that "end" does not imply edge).

Claim Rejections - 35 USC § 103

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in

section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are

such that the subject matter as a whole would have been obvious at the time the invention was made to a person

having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the

manner in which the invention was made.

5. Claims 10 and 33 are rejected under 35 U.S.C. 103(a) as being unpatentable over

Middione in view of Pritchard (2,710,1 13).
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Pritchard teaches coating over a seal and surfaces to fiirther ensure a leak proof seal. It

would have been obvious to one of ordinary skill in the art at the time the invention was made to

modify the seal ofMiddione with a coating to ensure a fluid tight seal for the apparatus.

6. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Middione.

Middione does not disclose the deformable segment is elastomer sponge material. The

selection of a known material based on its suitability for its intended use is considered obvious.

See In re Leshin, 125 USPQ 416 (CCPA 1960). Therefore, it would have been obvious to one of

ordinary skill in the art at the time the invention was made to modify the deformable segment by

making it of elastomer sponge.

7. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Middione.

Middione discloses a fastener 26 through the attachment portion ofthe seal. Middione

does not appear to disclose that the fastener is a rivet. The examiner takes Official Notice that a

rivet is a known fastener and is equivalent to a screw or bolt as shown in Middione. Therefore, it

would have been obvious to one of ordinary skill in the art at the time the invention was made to

use a rivet as the fastener.

8. Claim 35 is rejected under 35 U.S.C. 103(a) as being unpatentable over Middione in view

ofCorsover (4,533,278).

Middione does not appear to disclose a release material. Corsover teaches a sealing

element in an aperture defined between two surfaces. Corsover teaches the use of a release

material 64 on a portion ofthe sealing element to prevent it fi-om sticking to other components.

It would have been obvious to one of ordinary skill in the art at the time the invention was made
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to use a release material on the seal to prevent it from sticking to other elements. The use of a

known technique to improve a similar device yields expected results.

9. Claims 1, 3, 5, 36, and 37 are rejected under 35 U.S.C. 103(a) as being unpatentable over

Middione in view of Corsover in view of Pritchard.

Middione discloses a method and apparatus comprising a sealing member 23 and two

surfaces (of 48 or 38 for example). The surfaces define a receiving aperture as seen best in

Figure 2. The sealing member includes an attachment portion (e.g. part of 42) fixed to either

surface and a seal portion. The seal portion has a deformable segment (e.g. near 43) facing the

surfaces. The deformable segment is inserted into the aperture. The sealing member defines an

opening (near line 27). A fastener 29 is aligned with the opening and underlies a portion of the

sealing member. The fastener can be accessed from the opening. And, when the fastener is

loosened, the deformable segment will be disengaged from the aperture (this will ultimately

result in all the components being separated and thus the seal as a whole will become disengaged

from between the two elements).

Middione does not appear to disclose a filler. Corsover teaches a sealing element in an

aperture defined between two surfaces. Corsover teaches the use of a release material 64 on a

portion of the sealing element to prevent it from sticking to other components. The material can

be considered a "filler" and could be applied to any surface of the apparatus to prevent sticking.

It would have been obvious to one of ordinary skill in the art at the time the invention was made

to use a release material on the seal to prevent it from sticking to other elements. The use of a

known technique to improve a similar device yields expected results.
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Pritchard teaches coating over a seal and surfaces to further ensure a leak proof seal. It

would have been obvious to one of ordinary skill in the art at the time the invention was made to

modify the seal ofMiddione with a coating to ensure a fluid tight seal for the apparatus.

Regarding claim 37, Middione does not disclose the deformable segment is elastomer

sponge material. The selection of a known material based on its suitability for its intended use is

considered obvious. See In re Leshin, 125 USPQ 416 (CCPA 1960). Therefore, it would have

been obvious to one of ordinary skill in the art at the time the invention was made to modify the

deformable segment by making it of elastomer sponge.

10. Claim 25 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kramer

(5,197,250).
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Kramer discloses a method of sealing two surfaces 18 and 20 with a sealing member 38

having an attachment portion (at 36) and deformable segment 40. A release material 52 can be

applied to the sealing member and would extend on the edges of 36 that face surfaces 30 and 28.

The seal can then be positioned within the aperture. While Kramer does not specifically disclose

this order, this method is considered obvious to one of ordinary skill in the art at the time the

invention was made because this method would yield expected results and would at least be

obvious to try. The element is capable ofbeing installed in the aperture with the tape 52 already

applied and would still be secured in the manner expected. The aperture is then filled with a

filler (e.g. 66), which is between portions 28 or 30 of the surfaces and the deformable section.

Coating 44 is appUed continuously to the sealing member and portions 24 and 26 of the surfaces.

Allowable Subject Matter

1 1 . Claims 29, 30, and 34 are objected to as being dependent upon a rejected base claim, but

would be allowable if rewritten in independent form including all ofthe limitations ofthe base

claim and any intervening claims.

Conclusion

12. During update ofthe search, the examiner realized that some ofthe cited prior art

discloses some of the pending claims. The examiner regrets the inconvenience and has tried to

provide the most thorough consideration and rejection with respect to all cited prior art and the

pending claims.

Any inquiry concerning this communication or earlier communications from the

examiner should be directed to Alison K. Pickard whose telephone number is 571-272-7062.

The examiner can normally be reached on M-F (9-5).
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's

supervisor, Jennifer Gay can be reached on 571-272-7029. The fax phone number for the

organization where this application or proceeding is assigned is 571-273-8300.

Information regarding the status of an appUcation may be obtained from the Patent

Application Information Retrieval (PAIR) system. Status information for published applications

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished

applications is available through Private PAIR only. For more information about the PAIR

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). Ifyou would

like assistance from a USPTO Customer Service Representative or access to the automated

information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

/Alison K. Pickard/

Primary Examiner, Art Unit 3676
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